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revised pages 1 and: 2 of the application in areeoirdaiice with ^;;t^j^c^; .•■ 
ommehdation in PCf Rule. 5, and Section 204 /of the VCT \I^t^pc^^^- : . • 
Instructions. Additionally, applicants have corrected a typ^^p^ical 
error on page 5 oif the application. Ho . new matter: 1^};^^" ■ ... . 
Withdrawal of the Examiner's objection is res]pectf uliy ;>oilici^^^-: ; : ^; 

The Examiner rejected Claim 5 under 35 IKS.C. SI12> : s .*2> a^.faeing . ^ . 
indefinite. More particularly, the Examiner tpok the-^^p^ 
the term "suitable" in claim 5 rendered the ciaim indef ini^" bi&qalSse. 
the term was not defined by the claim or the specirf xc^ 
aminer concluded that one of ordinary skill in ' tlife: ! :•art;• .^ld- ac*;^-^' ■' 
reasonably apprised of the scope of the invention : - : 

sideration of the Examiner's position is respectfully ;»oLicit^dV • ^ 

The "distinctly claim" requirement of 35 Site, ^to^jg^aw-;, ^ 

that the claims must have La clear and definite atetoing. w^en : .'COT^u^".;;y ;! V;' .. •' 
in the light of the complete patent dopument, 2 ) and 'the tesii ■ • ; def irv'. \" 
niteness is whether one skilled in the. art woul** undCTs&^d ' ;the. : :. 
bounds of the claim when reading it in the light ~ : o^ : tfi«:r- g^^&r' " 
tion. 5 > Also, the degree of precision which is -liecfefcs&r^ in : a- ; claim i 
a function of the subject matter which is clainted'^^ The -ts^t 
claim language, including terms of degree!, may not be precis^; f ^^e3 : : 
not automatically render the claim indef inite: unid^ 35; U 
12. s > Acceptability of the claim language, depends ; :<m..:^fetlier^^'^;; 
ordinary skill in the art would understand what is claimed, in Ii^fet ; ; 
of the specification. In reviewing a claim for ^ 

U.S..C. S112, *2, the examiner must consider the claim as;. 'w!^le-;^r;" 
determine whether the claim apprises one of ordinary skill • ,, 'i^'\t%.;-^ : C;- 
of its scope and f theriefore, serves the notice ftyictiph re<^i^red . ' r :'• 
35 U.S^C. §112, *2, by providing clear warning; to others ^i^''^/; ;-;; 
constitutes infringement of the patent *«') Accordinglyy a 

2) . Standard Oil Co. v. American Cyaaanid Co., 774 F-2d 448, 227 USFQ 2>3 <F«dL: C±e.; v ' 

3) Morton Znt. inc. v. Cardinal Chem. Co., 5 F-3d 1464, 28 USPQ2d tXW (Fed. ' W. ' 
1993); Orthokixietics Inc. v. Safety Travel Chairs, Inc., .806 F»2d 156f, X USPQ2d 

.1081 (Fed. Cir. 1986). 
A) Hybritech Inc. v. Monoclonal Anti2xxiie9\, lad, 802 E.2d 1<3$7, 23iX- 

Cir. 1086); Wiles Laba., £ac- v. Shannon, Inc., 997 P. 2d 87pt r 27 US3Q24. 1123 . (Fetf^.. 0 

Cir, 1993) _ { -\ / '* ; ' . • 

5) Seattle Box Co., v. rbdofrfcrial Crating & Packing, .Inc. , 731 >.2<t 8^ 

(Ffed. Cir. 1.984). -..•'■■'"■V-^'V^^'V 

6) See, e.g., Solomoh. Xintoerly^Clark . Corp. , 216 F.3d 1372, 1*79 , 55 US^^ r?7^v " 
1283 (Fed- Cir. 2000)-. see aleo la re Lateen, No. 01-1092 \ ^ 
(unpublished); and Xetabolit* Labs*, Zno. v.' Labi Corp. of Ant* Holdings, 370 F»3d;y.. 
1354, 1366/71 USPQ2d 1081 , 1089 (Fed.- cir. 2004). 
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that is not used or defined in the ispecif icatloW iis not indefinite if - 
the meaning of the claim terift is discernible. 7) 

Applicants' claim 5 relates to a "process for pr£p£ring 
amide" which inter alia comprises "the reaction o f ^ondmeis s«ifa&Je;- 
for forming a polyamide to give a polyamide:. " The : tW©toica^\-*'f iei^;"'-.<if "' 
polyamides is well established in the art and a pernor of ; ordfiwlfcy ; 
skill in the pertinent art is well aware of the nature o£ ^ 
which are * suitable" to form polyamides- 8 ) Moieover, app^cSnts; enu- 
merate representative of such monomers. 9 ) Considering tfeei ^ecnM^l 
background knowledge of a person having ordinary skill in the ; ^the ; 
reference to monomers vhich. are 14 suitable for forming a polyaMide" i.s 
deemed to meet the "reasonable degree of precision aiid f^rtictt^i^;^*: 
which is required under Section 112, * 2. *<» withdrawal of. t^;Exa^inl' : 
er's respective rejection is therefore respectfully soiicit^^ ^ : 

Further, the Examiner rejected Claims 1 to 6 under- : .;3S-.y%.*SiiC'; 
§102<b) as being anticipated by the teaching of Jtorn^r alv ; ;(OS 
5,294,688)* &s suntearized by the Examiner, the reference addressed 
UV-cross linkable copolymers which are built up from ';• \ >; 

A) from 99.5 to 75% by weight of olefinicaliy unsaturated mon^omefs, 

B) from 0.5 to 25% by weight of certain unsaturated CO^ 

C) from 0.01 to 10% by weight of certain copoljm^^izable, bie^xai^ 
cally unsaturated acetophenorie and/or benzbpheiione ^ derivatives^ , . 

It. is immediately apparent from the monomers which are employed in 
accordance with the teaching o£ Rehner et al . -r.tfcat the re^vl^ 
polymer chain does not comprise -C(«0)~N(R)~ linkages and thi^ j^ly^:; 
mers Which are addressed in the reference, therefore, dp mit;. f^ll 
within the realm of polyamides. 

In contrast to the polymers of Xehmctr et . aj . applicants ' ; inven- 
tion relates to a poiyakide which contains a monoolefi^ic^^ 
rated monocarbbxylic acid of the formula CH^^B-(CH2)3-CQDH &h&mlcdjLl$ 
bonded at the end of tne polymer chain via an amide giroup. * l > ' ! " 

7) Bancozp Services, L.L.C.' v\ X*rtfdrd Life Ins. Co>, a5fP-3d 1367; 1372; '69 dstoM. 

1996/ 1999-2000 (Fed* Cir- 2004). • ":vi:- v =-/.>; . 

8.) Cf* e.g* page 3, indicated lines 1 to 10, of the a^)lication, and the background r 

art referenced therein* 

9) Cf- page 3/ indicated line 12 , to page 5, indicated line li, .of the a^lWaticb^ 

10) C*. Ex parte 10 XJSPqZd 2031 at 2033 (BPAI 1989).. 

11) Cf. e.g. Claim 1* 
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Anticipation Glider Section 102 can be f oiimJ OtilY if 
shows eya<ttlv: what : is claimed. ia > . Thfe test for anticipation Is of 
identity,, and the identical invention must be shown, ia^t^vt^et^nic^ 
in as complete detail as is contained in the claim. 13 > Since Kehafcr 
al * 's teaching does not pertain to polyamides the reference ^xan 
clearly not be deemed to show exactly what is claiied by ippilib^tf-- 
It is therefore resentfully requested, that'; the • r£«pefc.t : i#e> xie jfectijpn • 
under Section 102(b) be withdrawn. Favorable action :'is ^ solicited v 

The Examiner also rejected Claims 1 t.o 6 under 35 ^U^B^^ : jSi^p.ihi^\ 
as being anticipated by the teaching of Slaktdel ef£ % al-.-..\ (^V^^^^O^;/ 
which pertains tb polyamide polymers in which the poly ami<fe cha^ 
terminated at one end by an unsaturated group; and .^variety ^ -of. • d^£- . . 
ferent types* of unsaturated compounds are suitable to form: the t termi- 
nal unsaturated group. 14 ) The reference mentions as uns^tirati|id- £0®^- ;; : 
pounds inter alia compounds of a fomiuia (I) : . 

N C=rC (ft : 

in which R 1 to R 3 are hydrogen groups 6r alkyl, aryl, carboxyl r noir* 
bornyl, tnieayl, pyrrblyl or fur any 1, and the group X cait;;iiite'i: 
denote a moiety -(CHi) tt -G00H in which n is 0 to 17^5) • Tfifip ::-sj^c±^cy 
compound 'Xtf*^^^ is required in ac<^rdance with ;-aj^|i;r • 

cants' invention is r however, not mentioned iri re fefe^ee. r*^ ; 
teaching of Blond&l et al. can therefore not be deemed^ :^.Bhow ; ;:eW; 
actly what is claimed by applicants or to show ^ applicants' invent ipn 
in as complete detail as is contained in applicants r : pi&pi^. . ^ ' ■ . 

At best,: applicants; invention can be dee^d t^;:^ 
generic realm of BIoHdM et al* A generic (disclosure ii^v^ 
sufficient to anticipate each species or subgenus which r-ha^peh^.:,y^'- 
fall within the generic range of the disclosure. **> The fact that 
claimed compounds may be encompassed by a disclos^dt; ^enef £6 fb™ul^ 



12) Cf.: Titanian Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 ■"<#M; : • iQteW:\;J«Sj.> : 
la re Harsh*!!, 577 F.2d 301, 198 USPS 344' <?CPA 1978 ); X/i :w J^to, 378;?^^ 95^ 
154 USPO 10 (CCPA 1967) ". /"'*." \ *' 

13) Gf . Richardson -V. Suzuki >totor Co., 86$ F>2d 122$, 9 USPQ2d 1 91^* 

14 ). Cf , col." 2, indicated lis* 35 , to coL 3, indic^t^d lip* 44, ;<xf tf, 5^5/7^.- ' ; . 

15) Cf. COl- 2, indicated • iinw 37. to 59, of US 4, 5*5, 730. • - *j.V : £ : ." . 

16) Note in particular Coxnln? Glass. Works v. £umit<*na Electr£c ■ays';Awi ;; #^-\?>.Mvi^51> 
9 USPQ2d 1962 (Fed- Cir. 1989), find tfixm«s©ta Mi»ia$T fi itoBafacttttiJiff CO. Jotosqn 
A Johnson Orthopaedics, inc. , *7t F.2d 15S9, 24 USPQ2d 1321 {Fed. Cir : . 19^>> 
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doe 3 no t even by itself render the claimed. coaipbutKis obvious, -5Che 
teaching of Blondel et al. is therefore not deeded to anticipate 
applicants' invention within the meaning of S^ctioh 102 # 'tt&y£ay<xt-.-' 
able reconsideration of the Examiner's respectiW positidn : iS :,re^ 
spectfully solicited* 

It is also respectfully submitted that the '.teach'ia'gf ■ ef '' ; B3^#^:'*&. 
ai. is not deemed to be suited to render applicants inven^ipa as 
disclosed and claimed in the application obvious wit^ii^ the me^nin^ 
of Section 103(a). Tb establish a prima facie case of ,: ©t^iwMesjB Ji»; 
a genus-species chemical composition, situation, as in any cither; 35 
U.S.C, S103 case, it is essential that, there be spme ''-WtiVat'Jbk ;^or'- 
suggestion to make the claimed invention in light of the i ,.]^ridr;''^fc; 
. teachings. Fore example, the fact that a * reieiencie^ " ^int&y''*^-"* 
preferred species or .subgenus which differs s ign if leant JLy in stxxic- 
ture from the claimed species or subgenus may weigh a^ains^ , ^the! 
selection of the claimed species or subgenus and thus against a de- 
termination of obviousness. 19 > Those circumstances are deeaaed to \ 
applicable in the present case because the preferred reprHesentatiyes 
of the compounds (I) which are mentioned by Blonds! et al>^> differ 
significantly from ttoe 5-hexenoic acid which is required in acc6r T 
dance with applicants' invention. Moreover/ the "invention as a 
whole" which is referenced in 35 U.S.C. 5103(a) is pot linked ^ ^e 
elements which are recited in the claims but also: ^ ehcoi^ass^s ^hfe 
properties which are inherent in the clairted ^ co^Anation . of v ele- 
ments. 21 ) Applicants have found that the melt voluine flow r^t^ of .the 
polyamides is significantly increased While the relative viscosity: 
remains the same when the poly amide is modified to comprise ; *-a motidol- 
efinically unsaturated monocarboxylic acid of the fc^iiia 
CH 2 -CHt(CH2)3-GOOH chemically bonded at the end of the polyinjer\ chaih 
via an amide group. 22 ) The particular and advantageous properties *;'6£ : 
the polyamides of applicants' invention are, for exifiiple illustrated 



17) Cf- In re Balrd, 16 F. 3d 380, 29 USPQ2d 1550 (Fed. Cir. IW4); xu re JonesV !W- 
P-3d 347, 21 USFQ2d 1614 (Fed. Cir. 1992). 

18) Cf. in re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 1666 (Fed/. Cir.; 199*) ijxh. xi. • 
Gordon, 733 F«2d -900V 902/ 221 USPQ 1125, 1127 (Fed. Cic. 1984>); In re tfaec*, 947 
F.2d 4S8, 493, 20 0SPO2d 1438, 1442 (Fed. Cir.. 1991:)* 

19) Cf. In re Bairdj 16 F- 3d 3*0, 29 USPQ2d 1550 ( Fed ;] Qir~ 1994); In re Joaes, 958 
F.3d 347, 21 uSPQ2d 1614 (Fed. Cir. 1992). 

24) Cf. col- 2, indicated lines 60 to 60, of VS 4,595,730. 

21) In. re Antdni*, 559 F. 2d 618, 620, 195 USPQ 6, 8 (CCFA 1977)* ' : . • 

22) Cf. page 1', indicated line 37, to page 2, indicated line 4, of line appliCation- 
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by the investigations which are' describe<J : - on -pages 10 ^^i^p^^t^^ 
application. The tests described in the enclosed ;-vTO^t.;- i I^^ri 0x&/^ 
conducted to further illustrate the particular and e^^tagepas prop^- : 
erties of applicants ' polyamides • Applicants 

mentis v : 0" 
<1) 5-hexenoic acid in accordance with the invention : <i ."dSUfclpB^^im^ 
claimed in the application; 

(2) propionic acid as comparison; ... : : : 

(3) acrylic acid in accordance with the -'teaching f^^CKwAcr^- _ • \ ! V. ' i"" 
'.. .comparison; and " . ■*}.[ 

(4) heocanoic acid as comparison^ ■ 
The melt vo lame flow rate (MVR) and the r^ative 

(RV) which were determined for the test samples are cp^iled in tl^Jj . 
following table: 



Example 


Acid 


«m imi/ -tio M*^J^ 




1 


5-hexenoic acid 






2 


propionic acid 


181 






acrylic acid 


141 


7 ., '2*$:- ■ :•*. , ; :- 


: .4 - 


hexanoic acid 


153 • .: 





The data pertaining to comparative exampies^ { 2 > and \3 > : ..Wh^ ; ^£t : ; 
incorporation of an aliphatic acid, e.g. -.propionic ^mS^^y^S(i^!i^;^\^ 
polyaiftide haying a higher MVR than the ihcorpor^^^ 
rated acid of -the same chain length, \e,g. . ac^lic 

to the teaching of Blonde! efr al. Additionally, -&^ A .^^i!p^c^i^S^ 
to comparative examples (2) and (4) show that the incorporat^pfit of an, 
acid having a shorter carbon chain, e.g. prb^icii^ 

polyamide having a higher MVR than the incorporation o£ an a^id hav- 
ing a longer carbon chain, e*g. hexaeoic acidv The resul^eot- the 
comparative tests would therefore suggest %l»B^r a ^vW % ;'p<$^a^^^5-^i3^: 
high MVR value is obtained when a. short chain saturated ./^^/is ,in^;^;. 
corporated. . 

Quite contrary to the trends 'which- are. apparent ■ f i?apAH " ^l^p ;^c#n*^^'7 : : : 
tive experiments, the polyamide according to^'a^iici^fcs.'.. in7^io^';:, : . 
which comprised 5-hexenoic acid exhibited a signi^ioah^Jy «VR 
than the polyamide containing the aliphatic ac^^ 
length, and . the MVR of applicants' 'poly.a^de\' 

q$o*29 " ; "\ : K:.V^ : :'^ :l :%^ 
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higher than the MVR of the polyamide according to i^tei ; t^fiib|> 
Blondel et aJU . " >■ 

The data of the sqpplemefttal investigations confirm thie». 
lar and advantageous properties of the polyamides of a^iii^aiits ' 
vention which are illustrated by the data described in the 
tion. if the Examiner deems it necessary applicaftts w±^' -ti^Y 
supplemental test report in form of a declaration- -un^^f^lB. 13:l^J'-.-f. K - 

In light of the foregoing it is ■ respectf ully ^ ^ 
cants' invention as disclosed and claimed meats', the f ,pr^^£^ ;^of ^ 
Sections 102, 103(a) and 112 r 12, of the Patent J&ct, 
application is in proper form. The application should, th^r^fore-,. t*;' 
in condition for allowance, and early action by the iBi^iiin^r :i»ou3^;;j^; } 
greatly appreciated by applicants. .\ iT :j 



Rkodbst for : Extension of TiMEi ..; i r i 5;"n^^ : >v 

it is respectfully revested that a three -month;-' i^ktensibn-'Of 
be granted in this ease. The respective $1020.00 f ee xb paid "py> cred^ 
it card (Form PTO-2038 enclosed) . : : .-^ V" 



please charge any shortage . in fees due in .^n^ction ;yit^;/ ; ^b^. : _ 
filing of this paper, including Extension of Tijris ^£ees> >;-:fc9^'^Ek^^;:: 
Account No. 14,1437. please credit any excess £&es to \>uchi^^sife, 
account. • v " • / ' 
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